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Tools for Protecting Product Design 

• Design Patents 

– Examination process required 

– Limited term (14 years) 

• Trade Dress 

– Federal registration helpful, but not required 

– Must be non-functional & distinctive 

– If used, potentially indefinite protection 

• Copyright 

– Creative expression must be separate from useful article 

– Period of protection depends on many factors 
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Layering  A Product with IP Protection 
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Utility patents – 

electronics, 

methods of 

operation 

Design patents – 

shape, user 

interface 

Trademark – 

name, word, 

   logo, product 

design  

Copyright – 

description of 

  product, 

instructions, 

  advertising 

Trade secret – 

source code 

http://www.google.com/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=jNnsLqV5nK5YIM&tbnid=2-v3eCzpYDJhSM:&ved=0CAUQjRw&url=http://mobihealthnews.com/22326/nike-fuelbands-rumored-pinch-for-heart-rate-feature-unlikely/&ei=2b6KUryuBeWzsASLpYCQDw&bvm=bv.56643336,d.cWc&psig=AFQjCNH21ez9iUACQtVDO4hXSj5-jMNt_w&ust=1384910921692678
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Business Reason for Employing Design Patents 

• Protection from counterfeits 

– Complete copying of the entire product design 

• Protecting replacement parts 

– Razor handle v. replaceable razor cartridge 

– Automobiles v. replacement auto body parts 

• Protecting the basic, unique characteristics of your 

design 

– Source identification and differentiation goal 

– Consider the value of portion claiming   
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Protection from Counterfeits 
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Protect Replacement Parts 
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Protect Your Design “DNA” 
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U.S. Design Patent System 

• Examination, not registration (like in EU) 

• The scope of the design patent claim relies 

on the drawings  
– Quality is KEY 

– Need “sufficient” views of design 

– May claim only part of an article 

• Rejections  
– Most based on indefiniteness 

– Occasionally functionality 

– Rarely on prior art (3.5%) 

 

 



9 9 

Marc Jacobs Bang Cologne  

9 

U.S. Design Patent 

No. D675,529 
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Marc Jacobs Bang Cologne  
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U.S. Design Patent 

No. D675,529 

Depict figures in black & 
white line drawings, 

without colors or 
reflections. 
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The Vue Watch by Yves Behar for Issey Miyake 

U.S. Design Patent 

No. D672,256 
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The Vue Watch by Yves Behar for Issey Miyake 

U.S. Design Patent 

No. D672,256 

Claim the innovative 
portions of the product. 
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Caterpillar Vocational Truck 
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Caterpillar Vocational Truck 
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Caterpillar Vocational Truck 

File multiple design 
patents for a single 

product. 
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Sports Cooler 
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Sports Cooler 

Eliminate 
extraneous 

details 
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Pirelli Angel ST Motorcycle Tire 

U.S. Design Patent 

No. D638,349 
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Pirelli Angel ST Motorcycle Tire 

U.S. Design Patent 

No. D638,349 

Claim the product  
as sold. 
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Disclaimer 

These materials have been prepared solely for educational and 

entertainment purposes to contribute to the understanding of U.S. and 

European intellectual property law. These materials reflect only the 

personal views of the authors and are not individualized legal advice. It is 

understood that each case is fact specific, and that the appropriate 

solution in any case will vary. Therefore, these materials may or may not 

be relevant to any particular situation. Thus, the authors, Finnegan, 

Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan Europe 

LLP, and Fei Han Foreign Legal Affairs Law Firm) cannot be bound either 

philosophically or as representatives of their various present and future 

clients to the comments expressed in these materials. The presentation of 

these materials does not establish any form of attorney-client relationship 

with these authors. While every attempt was made to ensure that these 

materials are accurate, errors or omissions may be contained therein, for 

which any liability is disclaimed. 
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Speaker Information 

Rob Wells focuses his practice on patent litigation, patent 

prosecution, and client counseling involving various 

intellectual property issues. He has experience in various 

matters before the U.S. Patent and Trademark Office 

(USPTO), and in cases before the U.S. International 

Trade Commission (ITC) and federal trial courts. Mr. 

Wells works with a wide variety of technologies, including 

robotics, laser diodes, LEDs, optometric devices, 

smartphones, and other computing technologies.  
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